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DETAILED ACTION 

The reply filed by Applicants 07/27/2007 is hereby acknowledged. All rejections 
of record not addressed below are considered hereby withdrawn in response to 
Applicants' claim amendments when taken together with Applicants' arugments. 
Claims 1 and 8-26 are pending with claims 12-26 currently withdrawn. Claims 1 and 8- 
1 1 are examined on the merits. 

Claim Rejections - 35 (JSC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1 and 8-11 remain rejected under 35 U.S.C. 103(a) as being 
unpatentable over Trulson et al (EP 0262972 A2 published April 6, 1988), in view of 
Simpson et al (1986 Plant Mol. Biol. Vol. 6 pages 403-415) and further in view of Savka 
et al (1990 Phytophathology 80:503-508) for the reasons set forth in the previous office 
actions of record as well as those set forth below. 

Applicant's arguments filed 07/27/2007 have been fully considered but they are 
not persuasive. 

Applicants urge primarily that Trulson et al Do Not Teach the Formation of 
Chimeric plants. 

This is not persuasive because as stated in previous office actions, Trulspn et al 
do, in fact, teach the formation of chimeric plants. As stated previously, but more to the 
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point, the fact that roots formed at all is evidence of the presence in the roots of 
Agrobacterium rhizogenes and therefore the formation of transgenic root tissue. 
However, the results show that out of 1 1 plantlets regenerated only 2 were NPT- 
positive, indicating that 9 out of 11 plantlets did not contain the selectable marker in the 
plantlets in sufficient quantity to be NPT positive. Therefore, Trulson teaches transgenic 
root tissue with non-transgenic shoots. One of ordinary skill in the art would appreciate 
that transformation methods commonly produce chimeric plants and commonly produce 
transformed tissue and non-transformed tissue, particularly where cut tissue is 
inoculated with Agrobacterium. Applicants do not specifically claim that ALL root tissue 
is transgenic, nor that ALL shoot tissue is wild type, only that transgenic root tissue and 
wild type leaves and shoots are present in the final product. Absent evidence to the 
contrary, the method taught by Trulson et al anticipates the claimed invention in that 
roots are generated from cut hypocotyls tissue by the inoculation of Agrobacterium 
rhizogenes. The aim of the currently claimed invention and the aim of Trulson et al is 
not material to the method steps. 

Applicants further urge that Simpson et al and SaVka et al do not cure the 
deficiencies of Trulson et al. 

This is not persuasive because both Savka and Simpson specifically teach the 
transformation of soybean with Agrobacterium rhizogenes and that the formation of 
roots is most effective in soybean when using Agrobacterium rhizogenes. Therefore, it 
would have 
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been obvious to one of ordinary skill in the art to apply the method taught by Trulson et 
al to soybean as suggested by Savka et al. 
No claims are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brent Page whose telephone number is (571)-272-5914. 
The examiner can normally be reached on Monday-Friday 8-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anne Marie Grunberg can be reached on (571)-272-0975. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



273-8300. 



Brent T Page 
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PRIMARY EXAMINER 




